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DETAILED ACTION 

1. This action is responsive to the Request for Withdrawal of Finality of Office 
Action filed April 18, 2005. 

2. Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is not persuasive. However, in order to resolve remaining issues raised 
by Applicants, the finality of that action is withdrawn. 

3. Claims 1-59 and 61-65 remain pending. Claims 1, 2, 14, 22, 30, 40 and 55 are 
independent. 

Response to Arguments 

4. Applicant's arguments filed April 18, 2005 have been fully considered but they 
are not persuasive. Following is the Examiner's response to Applicants' arguments. 

a. Paragraph 11-12: Double Patenting over Yates 6,397,379 

Applicants' arguments: 

The Advisory Action of March 28, 2005 does not mention any double 
patenting rejection over '379 patent. It is therefore assumed that any double- 
patenting issue relative to the Yates' 379 patent is resolved. 

If there is any remaining issue with the '379 patent, Applicant requests that 
the Examiner make the specific showings required by MPEP § 804(B)(1): (a) identify 
one claim of this application, and one claim of the '379 patent (not a combination of 
claims that do not depend on each other), and (b) make a showing that claim of the 
'379 patent (not a combination of claims that do not depend on each other), and (b) 
make a showing that every limitation in the identified claim of this application is 
identical to or an obvious variant of the identified claim of the c 379 patent. Without 
those showings, no rejection exists, let alone a final rejection. 
Examinees response: 
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The Examiner respectfully notes the following: in the Advisory 
Action, the Examiner did neither check box 5 nor box 6. Therefore, 
Applicants' reply has not overcome the obviousness-type double 
patenting rejection of claims 1-59 and 61-65 over "379 patent made in 
the previous Office action. The Examiner also notes that considering 
Applicants' inconsistencies in their paper of February 28, 2005 (see 
footnote 2 at page 2 of the Remarks /Arguments filed April 18, 2005) the 
arguments were thus moot and need not be addressed at the time the 
Advisory Action. 

As for Applicants 5 request for specific showings required by 
MPEP § 804(B)(1), Applicants' attention is directed to paragraph 12 of 
the Office action mailed on December 30, 2004. 

The Examiner also notes that since this is not a statutory double 
patenting, the requirement for making a showing that every limitation in 
an identified instant claim be identical to an identified patent claim. 

Furthermore, the Examiner notes that an obviousness-type 
double patenting does not required that every limitation in an identified 
instant claim be an obvious variant of an identified patent claim. Rather, 
an obviousness-type double patenting could be established when an 
identified instant claim recites an obvious variation of the invention (not 
an obvious variant of a limitation) claimed in a patent claim. In this 
instance, the correspondence between the independent claims and the 
patented claims is shown in the final Office action and repeated herein 
for Applicants' convenience as follows: 

Instant Claim Patented Claim 

1 4+8 
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2+3 4+7 
14+17 4+8 
22 4+8 
30 4+8 
40 4+8 
55 4+8 
It is noted that in the instant application, Claim 3 depends from Claim 2, 
17 from 14 and in the '379 patent, Claim 8 depends from Claim 4. There is no 
combination of claims that do not depend on each other as indicated by 
Applicants. 

In addition to the comparison of instant Claim 1 with patent claim 4+8, 
following is a comparison between instant Claim 22 with patent Claim 4+8: 



Instant Claim 22 


'379 Patent Claim 8 


while translating at least a segment of a 
binary representation of a program from 
a first instruction set architecture in a 
second instruction set architecture, 
distinguishing individual memory loads 
that are believed to be directed to well- 
behaved memory from memory loads 
that are believed to be directed to non- 
well-behaved memory device(s); 


while translating at least a segment of a 
binary representation of a program 
from a first instruction set architecture 
to a second instruction set 
architecture, using the recording to 
distinguish memory loads that are 
believed to be directed to well-behaved 
memory from memory loads that are 
believed to be directed to non-well- 
behaved memory; 


while executing the second 
representation, identifying a load that was 
believed at translation time to be directed 
to well-behaved memory but that at 
execution time is found to be directed to 
non-well-behaved memory, based at least 


while executing the translation into the 
second instruction set architecture, 
identifying loads that were believed at 
translation time to be directed to well- 
behaved memory but that at execution 
are found to be directed to non-well- 
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in part on an annotation encoded in a 


behaved memory, and aborting the 
identified memory load; 


segment descriptor, and aborting the 
identified memory load; and 


based at least in part on the identifying, 
re-executing at least a portion of the 
translated segment of the program in the 
first instruction set. 


re-executing at least a portion of the 
translated segment of the program in 
the first instruction set 



The newly added limitation based at least in part on an annotation encoded in a 
segment descriptor to claim 22 is considered not sufficiently distinct to distinguish 
these claims over corresponding claims 4+8 of c 379 patent because this feature is 
deemed not only inherent but necessary to identify device with a memory address 
that cannot be guaranteed to well behave according to the teachings of patent c 379. 

Instant Claim 22 thus recites an obvious variation of the invention claimed in 
the patented Claim. 

b. Paragraph 13: Double Patenting over Yates 6,789,181 

Applicants' arguments : 

The first error in the Advisory Action is its failure to make any showing that 
any of the three underlined claim limitations are either identical to or obvious 
variants of claim 19. The Action is simply silent on these three limitations. The 
Advisory Action is insufficient to raise any rejection at all, let alone a final rejection. 

Second, the Advisory Action attempts to combine claim 18 of the e 181 
patent with claims 16 and 19. Neither, claims 18 nor 19 is dependent on the other. 
If there is no claim "16+18+19" in the '181 patent, there is no "patenting" of such 
subject matter in the c 181 patent, and no "double patenting" here. The Advisory 
Action is insufficient to raise any rejection at all, let alone a final rejection. 

For four separate reasons, no double patenting rejection has been raised over 
claim 19 of Yates e 181. No terminal disclaimer is warranted. 
Examiner's response : 
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The Examiner withdrew the obviousness-type double patenting 
rejection of instant Claim 1 over c 181 patent Claim 19 (i.e., 16+19) in 
light of Applicants' arguments. 

However, instant Claim 1 is considered to be anticipated by f 181 
patent Claim 31 (i.e., 29+31) as shown in the following table: 



Instant claim 1 


Patent claim 31 


a. a binary translator programmed to 
translate at least a segment of a binary 
representation of a program from a first 
representation in a first instruction set 
architecture to a second representation in 
a second instruction set architecture, a 
sequence of side-effects in the second 


while translating the source program from 
a first instruction set to the object 
program in a second instruction set, 

distinguishing individual memory loads 
that are believed to be directed to well- 
behaved memory from memory loads 
that are believed to be directed to non- 
well-behaved memory device (s); (Claim 
31) 


representation differing from a sequence 
of side-effects in the translated segment 


of the first representation, the second 
representation distinguishing individual 
memory loads that are believed to be 
directed to well-behaved memory from 
memory loads that are believed to be 
directed to non-well-behaved memory 
devices; 


b. instruction execution circuitry 
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designed, while executing the second 
representation, to identify an individual 
memory-reference instruction, or an 
individual memory reference of an 
instruction, a side-effect arising from the 
memory reference having been reordered 
bv the translator, the memory reference 
having been believed at translation time 
to be directed to well-behaved memory 
but that at execution time is found to 
reference a device with a valid memory 
address that cannot be guaranteed to be 
well-behaved, based at least in part on an 
annotation encoded in a segment 
descriptor, and 


while executing the object program, 
identifying (Claim 31) 

a load that was believed at translation 
time to be directed to well-behaved 
memory but that at execution is found to 
be directed to non-well-behaved memory, 

(Claim 31) 


c. based in the distinguishing, to identify 
whether the differences in sequence of 




side-effects may have a material effect on 


the execution of the program; and 


d. circuitry and/ or software designed to 
establish program state equivalent to a 
state that would have occurred in the 
execution of the first representation, and 
to resume execution of the translated 
segment of the program in the first 


establishing a state of the program 
corresponding to a state that would have 
occurred during an execution of the 
source program, and from which 
execution can continue. (Claim 29) 
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instruction set 









Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the subject matter claimed in instant claim 1 is 
merely an obvious variation of that claimed in patent claim 31. The features that are 
missing in patent claim 31 are the underlined features in the above table. However, 
these features consisting of identification of side-effects and their material effect on 
the execution of the program are deemed inherent to the method of translating a 
source program into an object program described in patent c 181 (18:10-65) because 
without the identification of side effects individual memory loads that are believed to 
be directed to well-behaved memory could not be distinguished from memory loads 
that are believed to be directed to non-well-behaved memory device. Furthermore, 
without the analysis of the material effect, how could the program determine whether 
a memory is well-behaved or non well-behaved. 

Regarding the added limitation "based at least in part on an annotation 
encoded in a segment descriptor" to instant claim 1, the Examiner notes that this 
feature is commonly known in the art (also described in c 181 patent at 1:44-52) and 
deemed inherent to Yates teachings of distinguishing individual memory loads that are 
believed to be directed to well-behaved memory from memory loads that are believed 
to be directed to non-well-behaved memory devices ('181 patent at 18:25-65). 
Without this annotation encoded in a segment descriptor, it is not possible for the 
second representation to distinguish individual memory loads that are believed to be 
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directed to well-behaved memory from memory loads that are believed to be directed 
to non-well-behaved memory devices. 

Similar reasoning also applies to the remaining claims of the instant application. 

5. In view of the foregoing discussion, the Examiner considers the obviousness- 
type double patenting rejection of the instant claims over the claims of c 379 and c 181 
patents proper. The rejection is thus maintained. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from 
the Examiner should be directed to Hoang-Vu A. Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday- 
Friday, 7:15 - 17:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's Supervisor, Tuan Dam can be reached at (571) 272-3695. 

The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the TC 2100 Group receptionist: 571-272-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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